Case 12-8
In re Coca-Cola Co.’s Applications

England, House of Lords, 1986.
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LoD TEMPLEMAN.
My Lords, this is another attempt to expand on the boundaries
of intellectual property and to coavert & protective law nto 3
source of monopoly. The amempe to use the Copyright Act
1956 for this purpose failed recently in British Leyland Motor
Corp., Lid, v. Armstrong Patents Co., Lid.™ The present at-
tempt is based on the Trademarks Act 1938,

Since the carly 1920s the appellant, the Coca-Cola Co., has
sold in the United Kingdom 2 nonalcoholic beverage under the

TIAN England Law Reports, vol. 1, p. R50 (1986).

name **Coca-Cola’" contained in bottles of = distinctive shape.

The Patents Act 1977 and its predecessors conferred on the
inveator of a registered novel product the right for a period, now
mym.mcmmoldnuscofmcinvwﬁm.TbeCom-Cohbot-
UC 15 OOt & Bovel P(mt. T Copyrighe Av LO5G wand s s
decessars conferred on the author of an origimal aristic work the
right for the life of the author and 50 years thereafter to control
the reproduction of the work. The Coca-Cola bottle is ot an
artistic work. The Registered Designs Act 1949 and its prede-
cessor, the Patents and Designs Act 1907, conferred on the au-
thor of a registered design the right for 15 years to control the use
of the design. By § 1(3) of the 1949 Act **design™ means:

featarcs of shape, configuration, patiern or omament ip-
plicd to an articlke by any industrial process or means, being
fearares which in the finished article appeal to and are
judged solely by the eye. . . .
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The shape of the Coca-Cola bottle was acceplext a5 2 design
and was registered under the 1907 Act. The effect of this reg-
istration expired in 1940 since when any rival manufacturer has
been free to use the design of the Coca-Cola bottle.
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The Coca-Cola Co. now claims that during and since the
persod of protection for the Coca-Cola bottie under the 1907
Act the Coca-Cola Co. lsas been entitled to a monopoly in the
Coca-Cola bottle as a trademark. The application of the Coca-
Cola Co. to register the Coca-Cola bottle 25 a wrademark has
been rejected by the bearmg officer, by Fakconer J, and by the
Court of Appeal. . . . The Coca-Cola Co., undeterred by tus
formidable display of judicial unanmmuty, now appeals with the
[eave of the House.

The 1938 Act confers on the properictor of a registered
trademark the exclusive right in perpetuily. subject to payment
of fees =nd the observance of certain conditions not bere rele-
vant. to the use of 4 rademark which s distinctive. By § %(2)
of the 1938 Act

. .. “distinctive’” means adapted, in relation o the goods
in respect of which a trademark is registered or proposed 1o
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be registered, to distirguish geods with which the prooe
ctor of the trademark is or may be connected in the coure
of trude from goeods in the case of which no such commec
tion subsists. . . .

[ assume, without deciding, that the Coca-Cola bomle »
distinctive of a bottle containing the Coca-Cola beverage pur
veyed by the Coca-Cola Co. The application by the Coca-Coi
Co, is tor the registration of the Coca-Cola bottle wats =
distinctive shape as a trademark m respect of nonalcobols
beverages.

It &s not sufficient for the Coca-Cola bottle to be distinctie
The Coca-Colz Co. must suecceed in the startling propositas
that the bortle is a trademark. If so, then any other contames o
any article of a distinctive shape is capable of being = e
mark, This rubes the apoctse of o wial and porpotual oo
i containers and articles achieved by means of the 1938 2o
Once the container o article has become associated with o
manufacturer and distinctiveness has been established. w »
without the help of the monopolics created by the Paten:
the Registered Designs Act or the Copyright Act. the perpenas
trademark monopoly in the container or artiche can be acha e
In my opinion the 1938 Act was nat intended to confer on S
manufacturer of 2 contamner or on the manufacturer of an e
a statutory monopoly on the ground that the manufactuses b
in the eyes of the public established a connection betwess S
shape of the container or article and the manufacturer 2 =g
manufacturer must be free to sell any container or =t &
similar shape provided the container or article is labeliod »

packaged in 3 manner which avoids confusion as 1o [he coss
of the goods in the container or the origin of the anicie T
Registrar of Trademarks has always taken the view ha 5

function of trademark legislaton s to protect the mark des s
the article which 18 marked. I agree, By § 68(1) of the A
1938:

“mark™ inclixles a device. brand, heading, label, nois
name, signature, word, letter, numeral, or any comboasng
thereof . . . ““trademark™™ means . . . @ mark used or g
posed to be used mn relation 1o goods for the pupwss &
indicating, or 0 as to indicate, a connection e coess
of trade between the goods and some person havimg S
right cither as proprictor or as registered user o oo B
mark, whether with or without any indication of e e
uty of that person. :
The word “‘mark™ both in 1ts pormal meaning and = 2
statutory definition is apt only to describe something Wi
distinguishes goods rather than the goods themselves. & ;
is @ container 2ot @ mark. The distinction DEIWESH & masi
the thing which is marked is supported by author:,
James's Trademark, James v. Soulby™ the plaintiffs <i s
lead in the form of a dome and m other shapes. Their pesdas
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were impressed with the representation of a dome and therr
Jubels carried a picture of a black dome. The plaintiffs were
allowed 1o register the representation or picture of a black dome
& their trademark. Similarly, the Coca-Cola Co. has been al-
lowed w0 register a line drawing of a Coca-Cola boale as a
trademark. But, dealing with the anticle utself, i Re Jomes's
Trademark, Lindley, L.J., said:™

A mark must be something distinct from the thing being
marked. The thing itself cannot be @ mark of itself, but here
we have got the thing and we have got 2 mark on the thing,
and the question is, whether that mark oa the thing is or is
not a distinctive mark within the meaning of the Act. Of
course the plaintiffs 1n thus case have no monopoly m black
fead of this shape, Anybody may make black lead of this
shape provided he does ot mark it &s the planuffs mark
theirs, and provided be does not pass it off as the plaintiffs’
black lead. There is no moaopoly in the shape, and T cannot
help thinking that that has pot been suthiciently kept in
mind. What the plaintiffs have regisiered is a brand, a mark
like a dome intended to represent & dome.

in the course of argument counse] for Coca-Cola Co, relicd
on the decision of this House in Smith Kline and French Lab-

“Id. at p. 395.

oratories, Lid. v. Sterling-Winthrop Group, L1d.” In that case
the plaintiffs were allowed to register 10 distinctive color com-
binatzons 26 trademarks for drugs sold in pellet form wathin
capsules. One typical example was, . . :

The wademark coasists of a maroon color applied 10 one
halfl of the capsule at one end, and the other half being
colocless and wansparent, and yellow, blue and white col-
ors being each applied 10 2 substantial number of pellets so
that cach pellet is of one color only.

Lord Diplock rejected the argument thar a mark could not cover
the whole of the visible surface of the goods to whach it was
applied.” The Smith Kline case only related to the color of
goods and has no application to the goods themselves or to a
contamer for goods. A color combination may tend 1o an un-
desirable monopoly in colors but does not create an undesirable
monopoly in goods or contamers. | do not consader that the
Smish Klire case is of assistance to the Coca-Cola Co. I would

accordingly dismiss this appeal.
Appeal dismissed.

Al England Law Reports, vol. 2, p. 578 (1975).
74, at p. 584.
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Monsanto Co. v. Coramandal Indag Products,
(P) L.

iniio, Supnico Cowt, 12650,
Supreme Court Jowrnal, vol. 1, p. 234 (1986).

CHinnaPPa REDDY, JUDGE.

The long and grasping hand of 3 multinational company, the
Monsanto Company of St. Louis, Missouri, United States of
America, has reached out to prevent the alleged infringement
ol two of their pateats (Numbers 104120 and 125381) by the
defendant, an Indian private limited company. Though the suit,
as initially laid, was with reference to two patents, the suit was
cltimatcly confined to one patent only (Number 125381), the
periad for which the oter patent (104120) was valid having
expired during the pendency of the suit. . . .

We may first refer to a fow preliminary facts. Weeds, as is
well known, are a mensee to food crops, particularly crops like
rice which belong 1o the prass varicty. Research has been going
on for years to discover a weed killer which has no toxic effect
on rice, that is 1o say, 3 berbicide which will destroy the weads
but allow rice 1o survive without any deleterious effect. For
long the rescarch was futile. But in 196667 came a break-
through. A scientist, Dr. Joan Olin, discovered CP 53619

with the formula 2-Chloro-2, 6-Diethyl-N-{Butoxy-Methyl)-
Acetanilide, which satisfied the requirement of a weed killer
which had no toxic cffect on rice. The annual report of the
Intemationa! Rice Research Institute for 1968 stated: **Weed
coBtrof in rice was an important part of the 2gropomy program.
The first agromomse evidence of the cfficacy of granular-
tricholorethyl styrene for the selective control of annual grasses
in transplanted rice was obtzined at the Instituse, Anorher ac-
cession, CP 53619, pave excellent weed control in transplamted
Sfooded ard nonflooded, upland rice."'It was further stated:
*CP 53619 at 2 2nd 4 kg/ha appearcd at Jeast twice among the
20 best treatments,”” and “the most outstanding new pre-
emergence herbicide was 2-Chloro-2, 6-Diethyl-N-( Butoxy-
Methyl)-Acctanilide (CP 53619)."" The annual report of the
Tnternational Rice Institute for 1969 shows that the herbicide
CP 33619 came 10 acquire the rame of Butachlor.

« « . The first plainiff is the Monsanto Company and the
second plaintiff is a subswdsary of the first plainiff registered =5
a company in Indio. It was stated in the plaint that the first
plaintiff was the petentee of nventions called **Phytotoxic
Compositions”” and *‘Grass Sclective Herbicide Composi-
tions,”” duly patcnted under patent numbers 104120 dased
March 1, 1966 and 125381 dated February 20, 1970. The
claxms and the particulars relazing to the inventions . | . stated
... and this is very important, “‘the active ingredicat men-
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